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WARREN, Administrative Patent Judge. 

DECISION ON APPEAL 

Applicants appeal to the Board from the decision of the Primary 
Examiner rejecting claims 1 through 8, all of the claims in the Application, 
for at least the second time in the Office Action mailed March 24, 2005. 
35 U.S.C. §§ 6 and 134(a) (2002); 37 C.F.R. § 41.31(a) (2005). 

We affirm the decision of the Primary Examiner. 
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Claims 1 and 5 illustrate Appellants' invention of a double coated 
pressure sensitive adhesive sheet and an electronic device structure 
containing the adhesive sheet, and are representative of the claims on 
appeal: 

L An electronic device structure, comprising: 
an electronic device having a part; 

a double coated pressure sensitive adhesive sheet affixed to said part 
of the electronic device, and 

an adhesive layer, which is provided on at least one surface of said 
double coated pressure sensitive adhesive sheet, having a maximum of loss 
tangent in a frequency region equal to or larger than a maximum 
characteristic frequency generated by a shock when said electronic device 
falls, the maximum of the loss tangent being equal to or greater than 1 . 

5. A double coated pressure sensitive adhesive sheet for fixing a part 
of an electronic device, wherein the adhesive sheet comprises: 

an adhesive layer, which is provided on at least one surface of said 
double coated pressure sensitive adhesive sheet, having a maximum of loss 
tangent, at 25°C, in a frequency region equal to or larger than 10 3 Hz, the 
maximum of the loss tangent being equal to or greater than 1, wherein 

said adhesive layer 

The Examiner relies on the evidence in these references: 



Appellants request review of the following grounds of rejection (Br. 1 
10), the grounds all advanced on appeal: 

claims 1 through 4, 7, and 8 under 35 U.S.C. § 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. § 103(a) as being obvious over Lindman 
(Answer 3-4); and 

1 We consider the Brief filed July 22, 2005. 
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claims 5 and 6 under 35 U.S.C. § 103(a) as being unpatentable over 
Lindman in view of Bluem (id. 4-5). 

Appellants argue the claims in each ground of rejection as a group 
(Br. in entirety). Thus, we decide this appeal based on claims 1 and 5. 
37 C.F.R. § 41.37(c)(l)(vii) (2005). 

The Examiner contends Lindman discloses a loudspeaker fixed on a 
circuit board of, e.g., a mobile phone, by means of a double-sided adhesive 
annulus, wherein the bond formed by the annulus is sufficiently strong to 
resist comprehensive shaking forces without additional fastenings (Answer 
3). The Examiner contends Lindman does not disclose the maximum of loss 
tangent as claimed in claims 1 and 5, but discloses the other claim elements 
of a double sided adhesive tape affixed to a part of an electronic device with 
bond strength capable of resisting shaking forces (id.). The Examiner 
contends that Lindman discloses products that are identical or substantially 
identical in structure and composition to the claimed products, thus 
anticipating or rendering obvious the claimed products encompassed by 
claim 1 (id. 3-4). 

The Examiner contends Lindman does not disclose the adhesive 
comprises an acrylic copolymer from an acrylate monomer that includes a 
C 2 -i4 alkyl group as claimed in claim 5 (Answer 4). The Examiner contends 
Bluem discloses an adhesive comprising acrylate monomers that include a 
C2-20 alkyl group that can be used to double coat adhesive tape for 
application to electrical circuits and as a damping polymer (id. 4-5). The 
Examiner contends it would have been obvious to one of ordinary skill in 
this art to use Bluem's adhesive on Lindman's double-sided annulus with 
the motivation of providing a damping capable bonding for affixing parts of 
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portable electronic devices that are shock or shaking resistant as required by 
Lindman (id. 5). The Examiner contends that the combination of Lindman 
and Bluem disclose an adhesive with shock resistant, damping property, and 
thus, the maximum of loss tangent property of the adhesive as claimed 
appears to be merely recognition of an undocumented property (id.). 

Appellants contend the Examiner has not established a prima facie 
case of anticipation because the evidence of similar components in Lindman 
does not inherently define the maximum of loss tangent limitation as 
claimed (Br. 12-16). With respect to the obviousness rejection over 
Lindman, Appellants contend Lindman does not disclose the adhesive of the 
annulus or measurable performance parameters thereof (id. 16-17). 
Appellants contend Lindman does not describe what "resisting 
comprehensive shaking forces" entails with respect to "resisting" and 
"shaking forces," arguing that "'comprehensive shaking' refers to the 
vibration during loudspeaker operation" for good sound production (id. 
17 and 20-21). Appellants contend "the elastic properties of Lindman's 
annulus may vary over a wide range" without limitation, and thus, there is 
"a general lack of suggestion for any limitations on mechanical properties 
related to elasticity of the adhesive" while the claimed "loss tangent 'is a 
value obtained by dividing the viscosity by the elasticity,' and . . . related to 
elastic properties of the adhesive" (id. 1 8-20 and 22). Appellants contend 
"the parameters in claim 1 are specifically related to mechanical shock of 
dropping a device" (id. 21). 

With respect to the rejection over the combination of Lindman and 
Bluem, Appellants contend the references are not combinable because 



4 



Appeal 2006-2820 
Application 10/020,947 



Bluem does not state the performance characteristics of the disclosed double 
sided adhesive tapes or use of the tapes in the same manner as Lindman (Br. 
24). Appellants contend Bluem does not discloses "'shaking/ 'shock' or 
'vibration,'" and discloses "damping" without mention of specific 
applications (id. 25). Appellants contend that there is no basis in Bluem to 
conclude that the adhesive meets the claimed maximum of loss tangent 
limitations (id. 25-26). 

With respect to Lindman, the Examiner responds there is no adhesive 
composition recited in claim 1 and Lindman otherwise teaches the same 
subject matter as claimed (Answer 6). With respect to the combination of 
Lindman and Bluem, the Examiner responds the adhesive of Bluem is used 
for double-sided tapes and as a damping polymer with a "dampening 
property (i.e., capable of absorbing stresses such as shaking, shocking, 
vibration, etc.)" (id. 7-9). 

With respect to claim 1 , Appellants reply two limitations on 
maximum tangent of loss are recited which are properties of the adhesive 
layer (Reply Br. 3). With respect to the combination of Lindman and 
Bluem, Appellants contend there is no motivation to combine because 
Lindman does not disclose the physical properties of the annulus and even if 
the term "shock" was used in Lindman, it would not have suggested the 
"mechanical limitations recited in claim 1" and does not appear to be the 
same objective as "damping" in Bluem (id. 4-5). Appellants contend there 
is no disclosure in Lindman and Bluem of the maximum of loss tangent 
parameter and thus, no suggestion to modify this property of an adhesive to 
reach the claim limitations, and there is no fact or technical reasoning 
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indicating "the limitations of claim 1 would be inherent in Lindman's 
annulus, or inherent in an annulus which uses Bluem's adhesive" (id. 6-8). 

The issues in this appeal are whether the Examiner has made out a 
prima facie case of anticipation with respect to claim 1 over Lindman, a 
prima facie case of obviousness with respect to claim 1 over Lindman, 2 and 
a prima facie case of obviousness with respect to claim 5 over the combined 
teachings of Lindman and Bluem. 

The plain language of independent claim 1 specifies an electronic 
structure of any shape and kind comprising at least any electronic device, 
any part of which is affixed thereto with a double coated pressure sensitive 
adhesive sheet. The pressure sensitive adhesive sheet can be any pressure 
adhesive sheet having on at least one surface any manner of pressure 
sensitive adhesive layer exhibiting the property of a maximum of loss 
tangent being equal to or greater than 1 in a frequency region equal to or 
larger than a maximum characteristic frequency generated by a shock when 
said electronic device falls. The plain language of independent claim 5 
specifies, inter alia, a double coated pressure sensitive adhesive sheet 
comprising at least a pressure sensitive adhesive layer on at least one 
surface having a maximum of loss tangent, at 25°C, in a 
frequency region equal to or larger than 10 Hz, the maximum of the loss 
tangent being equal to or greater than 1 . The adhesive layer further 
comprises at least any amount of an acrylic copolymer "containing, as a 



2 Alternative grounds of rejection under §§ 102(b) and 103(a) require 
separate consideration under each statutory provision. See, e.g., In re 
Spada, 91 1 F.2d 705, 707 n.2, 15 USPQ2d 1655, 1657 n.2 (Fed. Cir. 1990). 
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monomer component," any acrylate monomer that includes a C2-14 alkyl 
group. 

There is no basis in the claim language or in the written description in 
the Specification which establishes that the preambular language "for fixing 
a part of an electronic device" is anything other than a statement of intended 
use and not necessary to further define the claimed adhesive sheet having 
the specified characteristics. See, e.g., In re Fritch, 972 F.2d 1260, 1262, 
23 USPQ2d 1780, 1781 (Fed. Cir. 1992) (citing Perkin-Elmer Corp. v. 
Computervision Corp., 732 F.2d 888, 896, 221 USPQ 669, 675 (Fed. Cir. 
1984)); Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 
1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989); In re Stencel, 828 F.2d 
751, 754-55, 4 USPQ2d 1071, 1073 (Fed. Cir. 1987). 

Appellants state "[t]he parameters 'characteristic frequency region' 
and 'loss tangent' are known in the art, but are also defined on page 3, line 
3, to page 4, line 11" (Br. 8). "In general, when an object ... is dropped, the 
object vibrates at a [characteristic] frequency region . . . [based on] the 
shape of the object due to the shock generated by the fall" (Specification 
3:3-6). The "vibrational energy" in the characteristic frequency region 
transmitted to a part adhered to the object by a double coated pressure 
sensitive adhesive sheet depends on the capability of the adhesive to absorb 
it (id., 3:6-1 1). The "loss tangent" of the adhesive "is a value obtained by 
dividing the viscosity [(a loss modulus of elasticity)] by the elasticity [(a 
storage modulus or elasticity)]," the elasticity and viscosity "measured 
based on frequency" (id., 3:12-21). "[T]he adhesive layer cannot absorb the 
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vibrational energy in the frequency region higher than the frequency at 
which the loss tangent reaches the maximum 55 (id., 3:21-4:5). 

It is disclosed that an adhesive layer exhibiting the claimed properties 
"can efficiently absorb the vibrational energy generated when the electronic 
device falls, and a high adhesion and bonding property, which cannot be 
attained by a conventional double coated adhesive sheet" (Specification 
2:17-3:1). However, it is further disclosed "[a]s for an adhesive 
composition forming an adhesive layer, it is possible to use known acrylic 
or rubber type adhesive compositions, 55 and "where an acrylic type adhesive 
composition is used, it is preferable to employ an acrylic copolymer 
containing, as a monomer component, acrylate including an alkyl side chain 
having 2-14 carbon atoms 55 (id., 6:5-23 and 7:1 1-14). 

Thus, claim 1 encompasses within its scope an adhesive sheet having 
an adhesive layer comprising at least the acrylic copolymer specified for the 
claimed double coated pressure sensitive adhesive sheet encompassed by 
claim 5. 

We find Lindman would have disclosed to one of ordinary skill in this 
art loudspeaker 2 mounted on circuit board 1 with a double-sided adhesive 
tape annulus 3 which has adhesive on both sides, by pressing the 
loudspeaker onto the annulus which was fixed in position on the board 
(Lindman, e.g., Abstract, col. 1, 11. 40-46, col. 1, 1. 67, to col. 2, 1. 3, col. 2, 
11. 18-20, and Figs. 1 and 2). "[T]he means by which the necessary seal 
against the board and the transmission of occurrent mechanical vibrations 
are dampened has the form of an adhesive tape annulus 55 (id. col. 2, 11. 7-10). 
"It has been found that the bond afforded by a double adhesive annulus, ie 
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[sic] an annulus that is adhesive on both sides, is sufficiently strong to resist 
comprehensive shaking forces without requiring the assistance of additional 
fasteners" (id. col. 2, 11. 20-24). "When the tape used is more or less elastic, 
it can be used as a soft loudspeaker suspension , therewith obviating the 
need to use typical rubber packings to this end" although "[t]he use of hard 
and non-elastic material is also conceivable, . . . [depending] on the 
application of the invention" (id. col. 2, 11. 26-3 1). A circuit board with thus 
mounted loudspeaker can be used in a telephone handset, a stationary 
speaker telephone or "a mobile telephone apparatus" (id., e.g., col. 1, 
11. 6-12, and col. 2, 11. 35-53). 

We find Bluem would have disclosed to one of ordinary skill in this 
art screen-printable adhesive compositions applicable at room temperature 
and comprising at least one alkyl acrylate monomer, that are pressure- 
sensitive adhesives which are tacky at room temperature and are used for 
pressure sensitive tapes that are double coated, wherein the alkyl radical of 
the acrylate monomer has from 2-20, preferably 4-18, carbon atoms (Bluem, 
e.g., Abstract; col. 2, 11. 25-56; col. 3, 11. 47-54; col. 4, 11. 12-16 and 24-35; 
col. 4, 1. 36, to col. 5, 1. 63; col. 9, 1. 39, to col. 10, 1. 52; col. 10, 11. 53, to 
col. 11,1. 9). "The screen-printable adhesives are also useful as a damping 
polymer" which "may be used as a free layer damper in which the adhesive 
is used by itself, or as a constrained layer damper . . . bonded to a material 
having a higher modulus than the adhesive," wherein the adhesive can be 
pressure sensitive (id. col. 1 1, 11. 38-50). 

We agree with Appellants that Lindman and Bluem do not describe a 
tape having an adhesive layer having properties specified in claims 1 and 5. 
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However, the characterization of the pressure sensitive adhesive layer 
required by the claims in terms of a maximum of loss tangent in a frequency 
region equal to or larger than a maximum characteristic frequency generated 
by a shock when said electronic device falls, such as 10 3 Hz, does not in- 
and-of itself confer patentability on the claimed subject matter encompassed 
by claims 1 and 5. In re Shorter, 517 F.2d 947, 950-51, 186 USPQ 80, 82- 
83 (CCPA 1975) ("Appellants have chosen to describe their invention in 
terms of certain physical characteristics .... Merely choosing to describe 
their invention in this manner does not render patentable their method which 
is clearly obvious in view of [the reference]." (Citation omitted)). 

Thus, the issues in this appeal entail whether it reasonably appears 
Lindman would have described an embodiment falling within claim 1 to one 
skilled in the art, and whether it reasonably appears Lindman alone and/or 
combined with Bluem would have suggested embodiments falling within 
claim 1 and claim 5, respectively, to one of ordinary skill in this art. 

Lindman discloses using a pressure sensitive adhesive layer on at 
least one side of a double-sided adhesive tape in the form of an annulus to 
mount a loudspeaker to a circuit board by pressing the loudspeaker into the 
tape fixed on the board. The circuit board and the loudspeaker would 
reasonably be inferred by one of ordinary skill in this art to have a higher 
modulus than the adhesive. 3 Lindman discloses the loudspeaker mounted 

3 It is well settled that a reference stands for all of the specific teachings 
thereof as well as the inferences one of ordinary skill in this art would have 
reasonably been expected to draw therefrom, see In re Fritch, 972 F.2d 
1260, 1264-65, 23 USPQ2d 1780, 1782-83 (Fed. Cir. 1992); In rePreda, 
401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968), presuming skill on 
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circuit board can be used to form a part of an electronic device such as a 
handset for a stationary telephone and a mobile telephone. One of ordinary 
skill in this art would have known from personal experience and routine 
observation that normal ware-and-tear encountered by telephone handsets 
and mobile telephones includes mechanical shock from replacing the 
handset or telephone in a cradle or holder, which action occasionally results 
in the handset or mobile phone dropping or falling. Thus, this person would 
find in Lindman the teachings that the double-sided adhesive tape mounting 
the loudspeaker to the circuit board must be resistant to such "occurrent 
mechanical vibrations" and "comprehensive shaking forces without 
requiring the assistance of additional fasteners" and must have "dampened" 
the same as taught by the reference, in order to prevent detachment of the 
loudspeaker from the circuit board. Indeed, on this record, we cannot agree 
with Appellants that one of ordinary skill in this art would consider the 
occurrent vibration and shaking forces encountered by the adhesive tape in 
the construct taught by Lindman limited solely to those generated by the 
loudspeaker. We note that the double-sided pressure sensitive adhesive tape 
annulus is disclosed as useful as a soft loudspeaker suspension if the 
adhesive is elastic to any extent, which is a separate disclosure from the 
adhesion and damping requirements. 

We agree with Appellants that the teachings of Lindman encompass a 
range of elastic properties for the double-sided pressure sensitive adhesive 
tape annulus. Thus, on this record, there is no direction in the reference to a 

the part of this person. In re Sovish, 769 F.2d 738, 742, 226 USPQ 771, 774 
(Fed. Cir. 1985). 

11 
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description of an adhesive layer embodiment falling within the claimed 
adhesive layers having the characteristics specified in claim 1. Cf. f e.g., 
Titanium Metals Corp. of Am. v. Banner, 778 F.2d 775, 781, 227 USPQ 
773, 778 (Fed. Cir. 1985); In re Gosteli, 872 F.2d 1008, 1010, 10 USPQ2d 
1614, 1616 (Fed. Cir. 1989). Furthermore, the same evidence in Lindman 
does not provide a factual foundation from which it reasonably appears that 
the reference provides an embodiment of an electronic devices with the 
loudspeaker affixed to the circuit board by a double-sided pressure sensitive 
tape annulus, that is identical to the claimed electronic device structure 
encompassed by claim 1. Cf., e.g., Spada, 911 F.2d at 708-09, 15 USPQ2d 
at 1657-58). 4 

Accordingly, Lindman does not prima facie provide a description of 
the claimed invention encompassed by claim 1 within the meaning of 
§ 102(b). In the absence of a prima facie case of anticipation, we reverse 
the ground of rejection of claims 1 through 4, 7, and 8 under 35 U.S. C. 
§ 102(b). 

The evidence in Lindman alone and as combined with Bluem when 
considered with respect to prima facie obviousness under § 103(a) is 
another matter. We determine that Lindman would have reasonably 

4 The Board held that the compositions claimed by Spada 

"appear to be identical" to those described by Smith. While 
Spada criticizes the usage of the word "appear," we think that it 
was reasonable for the PTO to infer that the polymerization by 
both Smith and Spada of identical monomers, employing the 
same or similar polymerization techniques, would produce 
polymers having the identical composition. 

Spada, 91 1 F.2d at 708, 15 USPQ2d at 1657-58. 
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suggested to one of ordinary skill in this art to select a pressure sensitive 
adhesive layer for the double-sided pressure sensitive adhesive tape annulus 
which provides the adhesion and dampening properties that contend with 
the mechanical vibration and comprehensive shaking forces encountered by 
telephone handsets and mobile telephones. With respect to claim 5, this 
person would have recognized the pressure sensitive adhesives of Bluem 
have damping properties and can be used in this respect with material 
having a higher modulus than the adhesive, which would include the circuit 
board and the loudspeaker of Lindman. 

Thus, on this evidence, the Examiner properly combined Lindman 
and Bluem and held that the combination would have led one of ordinary 
skill in this art to select an adhesive of Bluem for use in Lindman's 
structures in the reasonable expectation of successfully attaching the 
loudspeaker to the circuit board according to the teachings of Lindman. See 
KSRInt'lv. Tele/lex Inc., 127 S.Ct. 1727, 1742, 82USPQ2d 1385, 1397 
(2007) ("When there is a design need ... to solve a problem and there are a 
finite number of identified, predictable solutions, a person of ordinary skill 
has good reason to pursue the known options within his or her technical 
grasp."); see also, e.g., In reKahn, 441 F.3d 977, 985-88, 78 USPQ2d 1329, 
1334-37 (Fed. Cir. 2006); In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 
881 (CCPA 1981) ("The test for obviousness is not whether ... the claimed 
invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art."). 
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Furthermore, we determine that one of ordinary skill in this art would 
have determined the range of workable and optimum adhesion and damping 
properties recognized by Lindman as result effective variables for the 
pressure sensitive adhesive layers of the double-sided pressure sensitive 
adhesive tape annulus. See, e.g., In re Boesch, 617 F.2d 272, 275-76, 205 
USPQ 215, 218-19 (CCPA 1980) (the prior art would have suggested the 
experimentation necessary to achieve the claimed compositions as discovery 
of an optimum value of a result effective variable in a known process is 
ordinarily within the skill of the art); In re Aller, 220 F.2d 454, 456-58, 
105 USPQ 233, 235-37 (CCPA 1955) (it is not inventive to discover by 
routine experimentation optimum or workable ranges for general conditions 
disclosed in the prior art). Appellants' elucidation of the workable or 
optimum range of the result effective variables in terms not used in the art 
does not alone establish patentability. Skoner, 517 F.2d at 950, 186 USPQ 
at 82-83. 

Thus, the Examiner has established that, prima facie, the teachings of 
Lindman alone reasonable appear to disclose an electronic device structure 
falling within claim 1 and as combined with Bluem reasonably appear to 
disclose a double coated pressure sensitive adhesive sheet falling within 
claim 5. Accordingly, the burden falls upon Appellants to establish by 
effective argument or objective evidence that the claimed invention 
patentably distinguishes over the teachings of the references as applied, 
even though the rejection is based on § 103(a). See, e.g., In re Best, 
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562 F.2d 1252, 1255-56, 195 USPQ 430, 433-34 (CCPA 1977); 5 Skoner, 
517 F.2d at 950-51, 186 USPQ at 82-83. This, Appellants have not done. 

Accordingly, based on our consideration of the totality of the record 
before us, we have weighed the evidence of obviousness found in Lindman 
alone and as combined with Bluem with Appellants' countervailing 
evidence of and argument for nonobviousness and conclude that the claimed 
invention encompassed by appealed claims 1 through 8 would have been 
obvious as a matter of law under 35 U.S.C. § 103(a). 

In summary, we have affirmed the grounds of rejection under 35 
U.S.C. § 103(a) over Lindman alone and as combined with Bluem, and 
reversed the ground of rejection under 35 U.S.C. § 102(b) over Lindman. 

The Primary Examiner's decision is affirmed. 



Where, as here, the claimed and prior art products are identical or 
substantially identical, or are produced by identical or 
substantially identical processes, the PTO can require an 
applicant to prove that the prior art products do not necessarily 
or inherently possess the characteristics of his claimed product. 
See/* reLudtke, [441 F.2d 660, 169 USPQ 563 (CCPA 
1971)]. Whether the rejection is based on "inherency" under 
35 USC 102, on "prima facie obviousness" under 35 USC 103, 
jointly or alternatively, the burden of proof is the same, and its 
fairness is evidenced by the PTO's inability to manufacture 
products or to obtain and compare prior art products. [Footnote 
and citation omitted.] 
Best, 562 F.2d at 1255, 195 USPQ at 433-34. 
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No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv) (2005). 



AFFIRMED 



tf/ls 



Armstrong, Kratz, Quintos, Hanson & Brooks, LLP 
1725 K Street, NW 
Suite 1000 

Washington, DC 20006 
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